TH'S OPI NI ON WAS NOT_ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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! Application for patent filed June 20, 1994. According
to the appellant, this application is a continuation of
08/ 047,165, filed April 14, 1993, now abandoned; which is a
conti nuation of 07/729,949, filed July 15, 1991, now
abandoned.
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DECI S| ON ON APPEAL

This is a decision on the appeal under 35 U.S.C. § 134
fromthe exam ner’s rejection of clains 22-26, which
constitute all the clains remaining in the application. An
amendnent after final rejection was filed on May 4, 1995 and
was entered by the exam ner.

The invention pertains to a nethod for formng a
shield and attaching it to the faceplate of a cathode ray
tube. The shield is fornmed froma transparent flat plastic
substrate having a thickness between 0.8mm and 1.2mm The
plastic substrate is coated with a filter. The substrate is
attached to the faceplate of the cathode ray tube which causes
it to bend to substantially conformto the shape of the
facepl at e.

Representative claim22 is reproduced as foll ows:

22. A nethod for shielding a cathode ray tube having
a curved faceplate conprising the foll ow ng steps:

providing a substantially flat transparent plastic
substrate having a thickness between about 0.8mm and 1.2nm
said plastic substrate being conposed of a pol ycarbonate or
acrylic material which when bent to conformto said curved
faceplate will bend w thout fracturing and al so when bent
remains winkle free to preserve its optical properties;
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coating said flat plastic substrate on at |east one
surface to provide a filter;

affixing said coated substrate to said faceplate

causing it to bend to substantially conformto the surface of
said curved facepl ate.

The exam ner relies on the follow ng references:

Mritz et al. (Mritz) 3,582, 189 June 01, 1971
Dickie et al. (Dickie) 4,686, 576 Aug. 11, 1987
Kuhl man et al. (Kuhl man) 4,910, 090 Mar. 20, 1990

Clains 22-26 stand rejected under 35 U S.C. § 112,
second paragraph, for failing to particularly point out and
distinctly claimthe invention. dains 22-26 al so stand
rejected under 35 U . S.C. 8 103. As evidence of obviousness
t he exam ner offers Kuhlman in view of Dickie or Mritz.

Rat her than repeat the argunents of appellant or the
exam ner, we make reference to the briefs and the answer for
the respective details thereof.

OPI NI ON

We have carefully considered the subject natter on
appeal, the rejections advanced by the exam ner, the argunents
in support of the rejections and the evidence of obvi ousness

3



Appeal No. 96-1619
Application 08/263, 015

relied upon by the exam ner as support for the obvi ousness
rejection. W have, |ikew se, reviewed and taken into
consi deration, in reaching our decision, the appellant’s
argunments set forth in the briefs along wwth the exam ner’s
rationale in support of the rejections and argunents in
rebuttal set forth in the exam ner’s answer.

It is our view, after consideration of the record
before us, that clains 22-26 particularly point out the
i nvention in a manner which conplies with 35 U S.C. § 112. W
are also of the view that the collective evidence relied upon
and the level of skill in the particular art would not have
suggested to one of ordinary skill in the art the obvi ousness
of the invention as set forth in clainms 22-26. Accordingly,
we reverse.

We consider first the rejection of clains 22-26 under
the second paragraph of 35 U S.C. 8 112. The examner’s
rejection states the follow ng:

In claim?22, “said plastic substrate
bei ng conposed of a pol ycarbonate or
acrylic material which when bent to
conformto said curved faceplate w |
bend wi thout fracturing and al so when
bent remains winkle free to preserve

its optical properties” is a desired
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result which does not state/clai mwhat

type of or how the material is

desi gned for performng the result

[ answer, page 3].
Appel I ant did not specifically respond to this rejection in
the original brief, but appellant did respond in the reply
brief which was entered by the exam ner [Paper #31].
Appel | ant responds that the exam ner has admtted that only
routi ne experinentati on woul d be needed to achieve the clained
properties, and the |l anguage in the claimis conplenentary to
the narrow thi ckness range recited in the clains [reply brief,
page 2].

Al t hough appellant’s reference to routine

experinmentati on nay seem nm splaced in responding to a
rej ection under the second paragraph of 35 U S.C. § 112, it is
appropriate here because the last portion of the rejection
quot ed above seens to question whether the material has been
adequately disclosed. To the extent that the exam ner’s
rejection may be viewed as a challenge to the sufficiency of

the di scl osure, we conclude that the exam ner has presented no

evi dence or analysis in support of this contention.
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In considering the second paragraph of 35 U S.C. §
112, the general rule is that a claimnust set out and
circunscribe a particular area with a reasonabl e degree of
precision and particularity when read in |light of the

di scl osure as it would be by the artisan. |In re More, 439

F.2d 1232, 1235, 169 USPQ 236, 238 (CCPA 1971). Acceptability
of the claimlanguage depends on whet her one of ordinary skill
in the art would understand what is clained in light of the

specification. Seattle Box Co., v. Industrial Crating &

Packing. Inc., 731 F.2d 818, 826, 221 USPQ 568, 574 (Fed. Cir

1984) .

W find the recitation in lines 4-8 of claim22 to
clearly recite a physical property of the material, and the
artisan woul d understand which materials neet this property.
Therefore, the artisan woul d have recogni zed the nmetes and
bounds of the invention recited in claim22. Accordingly, the
rejection of clainms 22-26 under the second paragraph of 35
US C § 112 is not sustained.

We now consider the rejection of clains 22-26 under 35
U S C 8 103 as unpatentable over the teachings of Kuhlman in
view of Dickie or Miritz. Appellant has indicated that the
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clai ms on appeal stand or fall together as a single group
[brief, page 3]. Therefore, all contested clainms stand or

fall together. See In re King, 801 F.2d 1324, 1325, 231 USPQ

136, 137 (Fed. Cir. 1986); In re Sernaker, 702 F.2d 989, 991,

217 USPQ 1, 3 (Fed. Cir. 1983). Accordingly, we will only
consider the rejection against independent claim?22 as
representative of all the clains on appeal.

In rejecting clainms under 35 U.S.C. 8§ 103, it is
i ncunbent upon the exam ner to establish a factual basis to

support the legal conclusion of obviousness. See In re Fine,

837 F.2d 1071, 1073, 5 USP@@d 1596, 1598 (Fed. Cir. 1988). In
so doi ng, the exam ner is expected to nake the factua

deternmi nations set forth in G ahamv. John Deere Co., 383 U.S.

1, 17, 148 USPQ 459, 467 (1966), and to provide a reason why
one having ordinary skill in the pertinent art would have been
led to nodify the prior art or to conbine prior art references
to arrive at the clainmed invention. Such reason nust stem
fromsone teaching, suggestion or inplication in the prior art
as a whole or know edge generally avail able to one having

ordinary skill in the art. Uniroyal Inc. v. Rudkin-WI|ey

Corp., 837 F.2d 1044, 1051, 5 USPQRd 1434, 1438 (Fed. Cir.),
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cert. denied, 488 U S. 825 (1988); Ashland G1l, Inc. v. Delta

Resins & Refractories, Inc., 776 F.2d 281, 293, 227 USPQ 657,

664 (Fed. Gir. 1985), cert. denied, 475 U.S. 1017 (1986);: ACS

Hospital Systens, Inc. v. Montefiore Hospital, 732 F.2d 1572,

1577, 221 USPQ 929, 933 (Fed. Cir. 1984). These show ngs by
the exam ner are an essential part of conplying with the

burden of presenting a prima facie case of obviousness. Note

In re Cetiker, 977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed.

Cr. 1992).

Kuhl man t eaches the neking of a shield for the
facepl ate of a cathode ray tube. The shield of Kuhlman is
made froma plastic material conposed of pol ycarbonate or
acrylic having a thickness between 1 and 50 mls (.0254mm to
1.27mm). The plastic material is coated wwth a filter |ayer
and a conductive layer. The coated material is then thermally
formed to conformto the specific dinensions of a desired
facepl ate. Kuhl man does not disclose the manner of attaching
the formed shield to the faceplate of a CRT

Dickie and Moritz were cited by the exam ner as
exanpl es of using a bezel to affix a shield to the facepl ate
of a CRT. It is the position of the exam ner that the Kuhl man
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shield is inherently flexible, and if the Kuhl man shield were
attached to a faceplate by a bezel as taught by D ckie or
Moritz, then the Kuhl man shield would i nherently bend to
conformto the shape of the faceplate [answer, pages 4-6].
Appel | ant argues that there is no evidence that the
shield in Kuhlman is inherently flexible because the shield in
Kuhl man i s shaped by thermal formng of the shield using a die
press, or applied pressure [brief, page 4. W agree with
appel l ant that there is no evidence on this record that the
preformed shield in Kuhlman retains its flexibility after it
has been heated and forned and is ready for attachment to the
faceplate of a CRT. Since the shield in Kuhlman i s designed
to be prefornmed to the shape of the faceplate before
attachnment, there would be no reason why it needs to be
flexible. W find it incredible to assune that Kuhl man goes
to the trouble to thernoformhis shield at high tenperatures
if the material was naturally flexible at the tine it is
pl aced on the faceplate. Thus, we find no evidence on this
record that the coated substrate of Kuhlman will be caused to
bend as the result of being affixed to the faceplate of a CRT

as recited in claim22.
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Appel I ant al so argues that the clained range of
substrate thicknesses represents a narrow range in which the
i nventi on unexpectedly works. According to appellant, the
Kuhl man substrate does not have the property that “when bent
to conformto said curved faceplate [it] will bend w thout
fracturing and al so when bent remains winkle free to preserve
its optical properties” as recited in claim?22. There is
evi dence on this record that the thernoformed shield of
Kuhl man wi Il crack when bent. Based upon the exam ner’s
rejection of the clai munder the second paragraph of 35 U S. C
8§ 112, the exam ner noted that “no patentable weight” had been
afforded this recitation in the claim[answer, page 3].

It was error for the exam ner to ignore this
limtation of claim?22. As we noted above in the discussion
of the rejection under Section 112, the properties of the
material recited in claim?22 are clear and such properties
cannot be ignored by the exam ner. The exam ner has failed to
convince us that the preformed shield in Kuhlman is
“inherently flexible” when attached to a faceplate and woul d
have the cl ained non-fracture and winkle free properties at
this time. Thus, the exam ner has failed to establish a prim
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faci e case of the obviousness of independent claim22. Since
all the clains stand or fall together, we do not sustain the

rejection of clainms 22-26 under 35 U.S.C. § 103.

In summary, we have not sustained the rejection of
clains 22-26 under either 35 U S.C. § 112 or § 103.
Accordi ngly, the decision of the examner rejecting clains 22-

26 i s reversed.

REVERSED
)
KENNETH W HAI RSTON )
Adm ni strative Patent Judge )
)
)
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JERRY SM TH
Adm ni strative Patent Judge

JAMES T. CARM CHAEL
Adm ni strative Patent Judge
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